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DETAILED ACTION 

1 . This action is responsive to communications: Drawings filed on 4/1 3/01 . 

2. Claims 1 - 35 are pending in the case. Claims 1 and 19 are independent. 

Priority 

3. Applicant is advised of possible benefits under 35 U.S.C. 1 19(a)-(d), wherein an 
application for patent filed in the United States may be entitled to the benefit of the filing 
date of a prior application filed in a foreign country. 

4. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 

5. Should applicant desire to obtain the benefit of foreign priority under 35 
U.S.C. 1 1 9(a)-(d) prior to declaration of an interference, a translation of the foreign 
application should be submitted under 37 CFR 1.55 in reply to this action. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 7 and 8 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

8. Claim 7 recites the limitation "said different authorization" in line 4. There is 
insufficient antecedent basis for this limitation in the claim. 

9. Claim 7 recites the limitation "said user authorization" in lines 4 and 5. There is 
insufficient antecedent basis for this limitation in the claim. 
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1 0. Regarding dependent claim 8, the claim is rejected for fully incorporating the 
deficiencies of the base claim(s) from which it depends. 

1 1 . Regarding dependent claims 1 1 and 29, it is unclear what applicant means by 
"displaying in the form of an animation successive operations". 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. Claims 1 - 10, 12 -28, and 30-35 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Daniels, Jr. et al. (US006343327B2). 

14. Regarding independent claim 1, Daniels, Jr. et al. teach that a user at a 
sender's mainframe 100 submits to printstream processor 102 documents in a 
printstream, addressing information in the form of delivery preferences stored in a 
database, and control information specifying, e.g., what inserts are to be included with 
each document in the printstream (Column 3, lines 26 - 31 ) and that the physical 
delivery printstream is sent from the printstream processor 102 to a printer 104 where 
the documents in the physical delivery printstream are printed on a tangible medium 
such as paper. The printed documents are sent to a physical inserter 106 where they 
are processed into physical mail pieces. For example, a physical mail piece may 
contain a properly addressed envelope with the proper postage and stuffed with the 
printed document. In addition, the envelope may include additional printed matter, 
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called physical inserts, selected according to criteria in the control information. The 
physical mail pieces are then ready for delivery by traditional means, e.g. through the 
U.S. Postal Service (Column 3, lines 56 - 67), which provide for selecting 
presentation instructions {addressing information) valid for said at least one 
message, for determining at least one form of presentation of said at least one 
message to said at least one addressee; transferring a file of content-determining 
instructions (control information) for said at least one message and said 
presentation instructions to a peripheral device (printer) for at least making ready 
for mailing said at least one message; and at least making ready for mailing said 
at least one message in accordance with said file of content-determining 
instructions and said presentation instructions; wherein selecting said 
presentation instructions occurs by selecting a single, priorly stored file of 
presentation instructions; and wherein said file of presentation instruction 
contains instructions concerning the processing of the document. Daniels Jr. et al. 
do not explicitly teach said file of presentation instruction contains instructions 
concerning the design of the document itself. However, Daniels Jr. et al. do teach 
that Printstream processor 102 splits the submitted printstream into one of two 
printstreams based on the addressing information in the delivery preferences. One 
printstream is a physical delivery printstream ...the other printstream is an electronic 
delivery printstream ... (Column 3, lines 43 - 55). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to be motivated to alter the design of 
the document depending on which printstream would output the document because it 
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would allow the users to view the received document in a form that is optimized for each 
specific type of delivery physical or electronic. 

15. Regarding dependent claim 2, Daniels, Jr. et al. teach that the physical delivery 
printstream is sent from the printstream processor 102 to a printer 104 where the 
documents in the physical delivery printstream are printed on a tangible medium such 
as paper. The printed documents are sent to a physical inserter 106 where they are 
processed into physical mail pieces. For example, a physical mail piece may contain a 
properly addressed envelope with the proper postage and stuffed with the printed 
document. In addition, the envelope may include additional printed matter, called 
physical inserts, selected according to criteria in the control information. The physical 
mail pieces are then ready for delivery by traditional means, e.g. through the U.S. Postal 
Service (Column 3, lines 56 - 67), which provide for printing instructions for driving a 
printer for printing said at least one message as at least one document, and 
wherein said presentation instructions comprise finishing instructions for 
finishing said at least one document. 

1 6. Regarding dependent claims 3 and 4, Daniels, Jr. et al. teach that the job 
setup process 520 prompts the user for templates, HTML files, text attachments, e.g. 
through a dialog box or a form for each electronic delivery mechanism. The job setup 
process 520 records and enables editing of the user's selections of templates and 
inserts for each electronic delivery mechanism. The output of the job setup process 520 
is a job setup file, e.g. job setup file 402 and job setup file 518 (Column 6, lines 40 - 
48). Daniels, Jr. et al. do not explicitly teach symbol. However, it would have been 
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obvious to one of ordinary skill in the art at the time of the invention to be motivated to 
represent the files using a symbol because it easier for a user to choose a 
representation such as a symbol than to have to remember the exact location of the file 
especially since the invention of Daniels, Jr. et al. employs a dialog box; thus, the 
invention provides for selecting said file of presentation instructions is carried out 
by selecting a symbol which represents said file of presentation instructions and 
for activating a send dialog program, subsequently displaying at least one symbol 
which represents a file of presentation instructions; wherein selecting said file of 
presentation instructions occurs by selecting a symbol which represents said file 
of presentation instructions, subsequently entering a send command and 
subsequently at least making ready for mailing said at least one message in 
accordance with said selected file of presentation instructions. 
17. Regarding dependent claim 5, Daniels, Jr. et al. teach that Printstream 
processor 102 splits the submitted printstream into one of two printstreams based on 
the addressing information in the delivery preferences. One printstream is a physical 
delivery printstream ... the other printstream is an electronic delivery printstream ... 
(Column 3, lines 43 - 55) and that if the electronic mail piece is not delivered after a 
certain length of time, the message router 1 12 generates and sends a "failed to 
process" or "failed to deliver" message to status/regeneration processor 1 18, which 
(depending on the users configured system, which system is configurable) may cause a 
physical version of the undelivered electronic mail piece to be produced by printer 104 
and physical inserter 106 and delivery by physical means (Column 4, lines 26 - 33), 
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which provide for selecting said presentation instructions occurs under a 
particular user authorization and by selecting a priorly stored file of presentation 
instructions; and wherein editing said file of presentation instructions occurs, 
and is executable, exclusively under a different authorization than said user 
authorization. 

18. Regarding dependent claim 6, Daniels, Jr. et al. teach that Printstream 
processor 102 splits the submitted printstream into one of two printstreams based on 
the addressing information in the delivery preferences. One printstream is a physical 
delivery printstreamin, which the documents are to be delivered, as specified in the 
addressing information, to a physical address via a physical delivery mechanism, for 
example, the U.S. Postal Sen/ice or a courier service (Column 3, lines 43 - 49) and 
that the physical delivery printstream is sent from the printstream processor 102 to a 
printer 104 (Column 3, lines 56 - 57), which provide that in response to the selection 
of different ones of said at least two files of presentation instructions the same 
peripheral device is driven for at least making ready for mailing said at least one 
message. 

1 9. Regarding dependent claim 7, Daniels, Jr. et al. teach that the job setup 
process 520 records and enables editing of the user's selections of templates and 
inserts for each electronic delivery mechanism. The output of the job setup process 520 
is a job setup file, e.g. job setup file 402 and job setup file 518 (Column 6, lines 43 - 
47), which provide for generating at least one file of presentation instructions in 
accordance with data selected or entered under said different authorization than 



Application/Control Number: 09/749,91 8 Page 8 

Art Unit: 2176 

said user authorization. Daniels, Jr. et al. do not explicitly teach storing said file of 
presentation instructions in said computer-readable memory. However, it would 
have been obvious to one of ordinary skill in the art to know that if the file is generated 
as output from a process then it must be stored for later use by the program for further 
processing. 

20. Regarding dependent claim 8, Daniels, Jr. et al. illustrates in Figure 1 entering 
data for said file of presentation instructions occurs utilizing universal, 
interactive client-server operating interface software. 

21 . Regarding dependent claims 9 and 10, Daniels, Jr. et al. teach that if the 
electronic mail piece is not delivered after a certain length of time, the message router 
112 generates and sends a Jailed to process" or Jailed to deliver" message to 
status/regeneration processor 118, which (depending on the users configured system, 
which system is configurable) may cause a physical version of the undelivered 
electronic mail piece to be produced by printer 104 and physical inserter 106 and 
delivery by physical means (Column 4, lines 26 - 33), which provide for displaying a 
message composed in accordance with presentation instructions of said selected 
file and that displaying said message composed in accordance with presentation 
instructions of said selected file occurs by means of universal, interactive client- 
server operating interface software (Fig. 1 ). 

22. Regarding dependent claim 12, Daniels, Jr. et al. do not explicitly teach a test 
message. However, Daniels, Jr. et al. do teach that Printstream processor 102 splits 
the submitted printstream into one of two printstreams based on the addressing 



Application/Control Number: 09/749,918 Page 9 

Art Unit: 2176 

information in the delivery preferences. One printstream is a physical delivery 
printstream ... the other printstream is an electronic delivery printstream ... (Column 3, 
lines 43 - 55). It would have been obvious to one of ordinary skill in the art to be 
motivated, based on the disclosure and knowledge of the art, to provide for composing 
a test message in accordance with presentation instructions of said selected file 
and sending said test message to a location of a client system with which said 
file of presentation instructions has been selected, since the skilled artisan would 
want the user to be able to send a "test" message to himself in order to see how the 
system works and how the recipient would receive the message the user wants to send. 
23. Regarding dependent claim 13, Daniels, Jr. et al. do not explicitly teach two 
different client systems. However, it would have been obvious to one of ordinary skill 
in the art at the time of the invention to know that the invention of Daniels, Jr. et al. 
provide that in response to the selection of said file of presentation instructions 
through any one of at least two different client systems, the said presentation 
instructions are used, since Daniels, Jr. et al. teach that addressing information in the 
form of delivery preferences stored in a database (Column 3, lines 28 - 29) and that the 
printstream processor 102 may be an application executing on the same mainframe or 
an application executing on another computer, e.g. a workstation or PC, networked to 
the mainframe (Column 4, lines 41 - 44); the skilled artisan knows that if the invention is 
run over a network, then multiple clients may access it and since the addressing 
information is stored in a database, then any client may access that same file. 
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24. Regarding dependent claim 14, Daniels, Jr. et al. teach that addressing 
information in the form of delivery preferences stored in a database (Column 3, lines 28 
- 29) and that Printstream processor 102 splits the submitted printstream into one of 
two printstreams based on the addressing information in the delivery preferences. One 
printstream is a physical delivery printstream ... the other printstream is an electronic 
delivery printstream ... (Column 3, lines 43 - 55) and that if the electronic mail piece is 
not delivered after a certain length of time, the message router 1 12 generates and 
sends a "failed to process" or "failed to deliver" message to status/regeneration 
processor 118, which (depending on the users configured system, which system is 
configurable) may cause a physical version of the undelivered electronic mail piece to 
be produced by printer 104 and physical inserter 106 and delivery by physical means 
(Column 4, lines 26 - 33), which provide for in response to the selection of said file 
of presentation instructions under any one of at least two different user 
authorizations, the same presentation instructions are used. 

25. Regarding dependent claim 15, Daniels, Jr. et al. teach that a user at a 
sender's mainframe 100 submits to printstream processor 102 documents in a 
printstream, addressing information in the form of delivery preferences stored in a 
database, and control information specifying, e.g., what inserts are to be included with 
each document in the printstream (Column 3, lines 26 - 31). Daniels, Jr. et al. do not 
explicitly teach two different client systems. However, it would have been obvious to 
one of ordinary skill in the art at the time of the invention to know that the invention of 
Daniels, Jr. et al. provide that said file of presentation instructions is stored 
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centrally for coupling presentation instructions according to said file of 
presentation instructions to content-determining files in response to drive signals 
coming from a any one of at least two different client systems, since Daniels, Jr. et 
al. teach that addressing information in the form of delivery preferences stored in a 
database (Column 3, lines 28 - 29) and that the printstream processor 102 may be an 
application executing on the same mainframe or an application executing on another 
computer, e.g. a workstation or PC, networked to the mainframe (Column 4, lines 41 - 
44); the skilled artisan knows that if the invention is run over a network, then multiple 
clients may access it and since the addressing information is stored in a database, then 
any client may access that same file. 

26. Regarding dependent claim 1 6, Daniels, Jr. et al. do not explicitly teach that in 
response to addition or deletion of a file of presentation instructions.... However, 
it would have been obvious to one of ordinary skill in the art to know that the disclosed 
invention provides that in response to addition or deletion of a file of presentation 
instructions, a list of files of presentation instructions in a memory accessible 
under said user authorization is updated, since Daniels, Jr. et al. teach that 
addressing information in the form of delivery preferences stored in a database (Column 
3, lines 28 - 29); the skilled artisan knows that if files are deleted from the database, 
then they will no longer be available for the user to choose or use. 

27. Regarding dependent claim 17, Daniels, Jr. et al. teach that the job setup 
process is an interactive application that allows a user to select templates and inserts 
for each delivery mechanism from a library ...the job setup process 520 prompts the 
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user for templates, HTML files, text attachments, e.g. through a dialog box or a form for 
each electronic delivery mechanism. The job setup process 520 records and enables 
editing of the user's selections of templates and inserts for each electronic delivery 
mechanism. The output of the job setup process 520 is a job setup file, e.g. job setup 
file 402 and job setup file 518 (Column 6, lines 28 - 48), which provide that said list of 
files of presentation instructions is read and displayed in response to activating a 
send dialog program. 

28. Regarding dependent claim 18, Daniels, Jr. et al. do not explicitly teach mirror 
file. However, it would have been obvious to one of ordinary skill in the art at the time of 
the invention to be motivated to use the disclosed invention and provide that at least 
one mirror file of presentation instructions coupled to said file of presentation 
instructions for modifying said mirror file of presentation instructions in 
response to modifications made in said file of presentation instructions, since 
Daniels, Jr. et al. teach that addressing information in the form of delivery preferences 
stored in a database (Column 3, lines 28 - 29); it would be convenient for the user if the 
skilled artisan kept a mirror file of the current addressing information locally and then 
stored any changes to the file in the database by overwriting the original file. 

29. Regarding independent claim 19, the claim incorporates substantially similar 
subject matter as claim 1 , and is reject along the same rationale. 

30. Regarding dependent claim 20, the claim incorporates substantially similar 
subject matter as claim 2, and is reject along the same rationale. 



Application/Control Number: 09/749,918 Page 13 

Art Unit: 2176 

31 . Regarding dependent claim 21 , the claim incorporates substantially similar 
subject matter as claim 3, and is reject along the same rationale. 

32. Regarding dependent claim 22, the claim incorporates substantially similar 
subject matter as claim 4, and is reject along the same rationale. 

33. Regarding dependent claim 23, the claim incorporates substantially similar 
subject matter as claim 5, and is reject along the same rationale. 

34. Regarding dependent claim 24, the claim incorporates substantially similar 
subject matter as claim 6, and is reject along the same rationale. 

35. Regarding dependent claim 25, Daniels, Jr. et al. teach that job setups may be 
defined by a job setup process 520). The job setup process is an interactive application 
that allows a user to select templates and inserts for each delivery mechanism from a 
library. For example, electronic mail library 500 includes templates for formatting 
electronic mail messages (Column 6, lines 28 - 33), which provide that instructions for 
displaying settings concerning presentation instructions; instructions for 
registering settings concerning presentation instructions as part of a file of 
presentation instructions in accordance with selected or entered data; and 
instructions for storing in said computer-readable memory said registered 
settings concerning presentation instructions as a file of presentation 
instructions. 

36. Regarding dependent claim 26, the claim incorporates substantially similar 
subject matter as claim 8, and is reject along the same rationale. 
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37. Regarding dependent claim 27, the claim incorporates substantially similar 
subject matter as claim 9, and is reject along the same rationale. 

38. Regarding dependent claim 28, the claim incorporates substantially similar 
subject matter as claim 10, and is reject along the same rationale. 

39. Regarding dependent claim 30, the claim incorporates substantially similar 
subject matter as claim 13, and is reject along the same rationale. 

40. Regarding dependent claim 31 , the claim incorporates substantially similar 
subject matter as claim 14, and is reject along the same rationale. 

41 . Regarding dependent claim 32, the claim incorporates substantially similar 
subject matter as claim 15, and is reject along the same rationale. 

42. Regarding dependent claim 33, the claim incorporates substantially similar 
subject matter as claim 16, and is reject along the same rationale. 

43. Regarding dependent claim 34, the claim incorporates substantially similar 
subject matter as claim 17, and is reject along the same rationale. 

44. Regarding dependent claim 35, the claim incorporates substantially similar 
subject matter as claim 18, and is reject along the same rationale. 

45. Claims 1 1 and 29 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Daniels, Jr. et al. (US006343327B2) as applied to claims 1 - 10, 12 - 28, and 30 - 
35 above, and further in view of McCauley et al. (US006434578B1 ). 

46. Regarding dependent claim 1 1 , Daniels, Jr. et al. do not explicitly teach 
animation. McCauley et al. teach that the instruction stream will often utilize commands 
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and offered features of the requesting client viewer, even though the commands and 
features are not offered by different client viewers ... The instruction stream might utilize 
many different capabilities unique to particular types of clients, such as sound, video, 
animation, recording capabilities, and realtime transmission of these different types of 
media (Column 5, lines 31 - 49), which provide for displaying in the form of an 
animation successive operations for composing a message composed in 
accordance with presentation instructions of said selected file. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to combine the 
invention of Daniels, Jr. et al. with that of McCauley et al. because such a combination 
would allow the users of Daniels, Jr. et al. the benefit of authoring multimedia content in 
a generic format (Column 2, lines 39 - 40). 

47. Regarding dependent claim 29, the claim incorporates substantially similar 
subject matter as claim 1 1 , and is reject along the same rationale. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be. directed to Nathan Hillery whose telephone number is (703) 305- 
4502. The examiner can normally be reached on M - F, 8:30 a.m. - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph H. Feild can be reached on (703) 305-9792. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 



Conclusion 



Application/Control Number: 09/749,918 



Page 16 



Art Unit: 2176 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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